REMARKS 

The Examiner objected to the drawings. 

The Examiner objected to abstract of the disclosure is objected, because it exceeds 150 
words. Li response, Applicants have amended the abstract such that the amended abstract does 
not exceed 150 words. 

The Examiner rejected claims 1-4, 7-8, 11-15 and 17-20 under 35 U.S.C. §112, first 
paragraph, as allegedly faiUng to comply with the written description requirement. 

The Examiner rejected claims 4, 8 and 15 under 35 U.S.C. §112, second paragraph,, as 
being indefinite for allegedly failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The Examiner rejected claims 1-4, 7-8, 1 1-15 and 17-20 under 35 U.S.C. §103(a) as 
allegedly being unpatentable over Adams et al. (USPN 5535164). 

The Examiner rejected claims 1-4, 7-8, 11-15 and 17-20 under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. 
Patent No. 6658610B1. 

Applicants respectfully traverse the drawings objections, and the §112, §103, and double 
patenting rejections, with the following arguments. 
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Drawings 

The Examiner objected to the drawings, alleging: "In Figure 1, reference number 108 is 
not Hsted in the specification." In response, Applicants disagree because comparator 108 is 
discussed on page 9, lines 20-21 of the specification. 

The Examiner objected to the drawings, alleging that the drawings "fail to show reference 
number 402 in Figure 4 as described in the specification". In response, Applicants have amended 
FIG. 4 to include reference numeral 402. 

The Examiner objected to the drawings, alleging that the drawings "fail to show reference 
number 502 in Figure 5 as described in the specification". In response. Applicants have amended 
FIG. 5 to include reference numeral 502. 
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35 U,S.C. S112, First Paragraph 

The Examiner rejected claims 1-4, 7-8, 1 1-15 and 17-20 under 35 U.S.C. §1 12, first 
paragraph, as allegedly failing to comply with the written description requirement.. 

The Examiner argues: "The claim(s) contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention.... For 
example, throughout the specification (i.e. page 3, line 9) the Applicants used the term "••.BIST 
controller compiled to test memory..." The Examiner would like to emphasize that the term 
"compiled" or compile is usually referred to when a computer program/code is translated into 
machine language so that the computer may understand it. The usage of the term "compile" (or 
compiling compliable etc.) is incorrect throughout the specification. Although the Applicants are 
entitled to be their own lexicographers, a term may not be used repugnant to the normal 
definition. Furthermore, the term "compile" is used incorrectly in the claims, for example, in 
claim 1: "... a compilable address magnitude comparator..." It is not clear how a address 
magnitude comparator could be compilable, since it is a device and not a computer 
program/code. The Application is replete with the incorrect usage of the term "compile" and all 
its forms. The Applicants' assistance is sought to address this issue in all instances throughout the 
specification and claims." 

In response. Applicants respectfiiUy contend that the preceding argument by the Examiner 
is based on the incorrect assumption that the only permissible definition of "compile" or 
"compilable" relates to translation of a computer program/code into machine language. For 
example, in consideration of the word "compilable" appearing in claims 1-4, 7-8, 11-15 and 17- 
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20, Applicants maintain that "compilable" is used in the art in other ways than the Examiner 
assumes. See United States Patents: 6,602,633 ("compilable SRAM"), 5,925143 ("compilable 
register array"), 5,483,679 ("compilable standard cell"), 5,289,405 ("compilable FIFO buffer"). 

Applicants also note that United States Patent 6,658,610 (cited by the Examiner in 
relation to the double patenting rejection) includes claims comprising "compilable" and 
"compiled", said claims having the legal presxmiption of validity. Moreover, United States 
Patent 6,658,610 has the same specification as the present patent application. 

Accordingly, Applicants respectfully contend that the rejection of claims 1-4, 7-8, 1 1-15 
and 17-20 imder 35 U.S.C. §112, first paragraph is improper and should be withdrawn. 
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35 U,S,C S112> Second Paragraph 

The Examiner rejected claims 4, 8 and 15 under 35 U.S.C. §112, second paragraph,, as 
being indefinite for allegedly failing to particularly point out and distinctly claim the subject 
matter which appUcant regards as the invention. 

The Examiner argues: "The claims state, "...wherein the compilable address magnitude 
comparator prevents testing of memory of the memory array by forcing a read operation 
instead of a write operation.'* The Examiner would like to point out that there is no positive 
limitation stated. The claim merely states what compilable magnitude comparator does and not 
what it comprises/interacts. The functionality is not considered to be a positive limitation. 
Applicants are suggested to either cancel such claims or provide amendment which includes 
positive limitation(s). Furthermore, the Examiner would like to point out that similar language is 
noted in other claims (i.e. independent claims 1, 12 and 17). However, this language is not given 
any patentable weight for the reasons stated above. As previously mentioned, the language 
"...wherein the compilable address magnitude comparator prevents testing of memory of the 
memory array by forcing a read operation instead of a write operation" within the claims only 
states the outcome/effect which is not considered to be a positive limitation." 

In response, Applicants respectfully contend that the preceding argument by the Examiner 
is without justification, because the feature 'Svherein the compilable address magnitude 
comparator prevents testing of memory of the memory array by forcing a read operation instead 
of a write operation" expresses functional language which is legally permitted to exist in a claim. 
Applicants respectfully request that the Examiner cite legal authority allegedly establishing that 
recitation of functional language in a claim renders the claim invalid. Applicants maintain that 
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thousands of patents issued by the Unites States Patent and Trademark Office include claims 
having analogous functional language. 

Accordingly, Applicants respectfully contend that the rejection of claims 4, 8 and 15 
under 35 U.S.C. §112, second paragraph is improper and should be withdrawn. 
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35 U,S,C, $103(a^ 

The Examiner rejected claims 1-4, 7-8, 1 1-15 and 17-20 imder 35 U.S.C. §103(a) as 
allegedly being unpatentable over Adams et al. (USPN 5535164). 

Applicants respectfully contend that claims 1, 7, and 12 are not unpatentable over Adams, 
because Adams does not teach or suggest each and every feature of claims 1, 7, and 12. 

As a first example why Adams does not teach or suggest each and every feature of claims 
1, 7, and 12, Adams does not teach or suggest the feature: "the compilable address magnitude 
comparator receiving a self-test address fi:om a self-test controller and comparing the self-test 
address to a compiled maximum address of the memory array" (claims 1 and 12); and "the row 
comparator comparing a row portion of a self-test address firom a self-test controller with a 
compiled maximum row address, ... the column comparator comparing a column portion of the 
self-test address with a compiled maximum column address" (claim 7). Apphcants respectfully 
contend that the Examiner's argument does not specifically address the preceding feature of 
claims 1, 7, and 12. Accordingly, Applicants maintain that the Examiner has not established a 
prima facie case of obviousness in relation to claims 1, 7, and 12. 

As another example, Adams does not teach or suggest the feature: "the compilable 
address magnitude comparator preventing testing of memory of the memory array corresponding 
to the self-test address if the self-test address exceeds the compiled maximum address" (claims 1 
and 12); and "wherein the compilable address magnitude comparator modifies a self-test 
operation of the memory array when either the row portion of the self-test address exceeds the 
corresponding maximum valid row address or the column portion of the self-test address exceeds 
the corresponding maximum valid column address" (claim 7). Apphcants respectfully contend 
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that the Examiner's argument does not specifically address the preceding feature of claims 1, 7, 
and 12. Accordingly, Applicants maintain that the Examiner has not established a prima facie 
case of obviousness in relation to claims 1, 7, and 12. 

As yet another example, Adams does not teach or suggest the feature: "a compilable 
address magnitude comparator" as admitted by the Examiner. The Examiner argues: **the 
specification on the present apphcation teaches (specification, pages 1-4), in part, the compilable 
magnitude comparator address comparator overrides the self-test fi:om the BIST when the BIST 
attempts to test addresses that do not exist in the memory. The Examiner would Hke to point that 
Adams teaches, as previously stated, a single BIST which can test various memories of different 
sizes, types and characteristics, wherein the BIST shuts off each memory's WE and LR signals as 
the current address exceeds that memory's address space and whenever else appropriate 
according to the individual memory's function. Shutting off the WE prevents rewriting memory 
locations through a particular pattem. Therefore it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the teachings of Adams by 
incorporating a "compilable address magnitude comparator" within the method and apparatus. 
This modification would have been obvious to one of ordinary skill in the art because one of 
ordinary skill in the art would have recognized that by making the address magnitude compilable 
would enable it to efficiently override the self-test firom the BIST when the BIST attempts to test 
addresses that do not exist in the memory." 

In response to the Examiner's argument with respect to the feature of **a compilable 
address magnitude comparator". Applicants respectfully contend that the preceding argument by 
the Examiner incorrectly alleges that pages 1-4 of AppUcants' specification teaches that "the 
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compilable magnitude comparator address comparator overrides the self-test from the BIST 
when the BIST attempts to test addresses that do not exist in the memory". Since the Examiner's 
argument is based on an incorrect allegation, Applicants maintain that the Examiner has not 
established a prima facie case of obviousness in relation to claims 1, 7, and 12. 

Based on the preceding arguments, Applicants respectfully maintain that claims 1, 7, and 
12 are not unpatentable over Adams, and that claims 1, 7, and 12 are in condition for allowance. 
Since claims 2-4 depend from claim 1, Applicants contend that claims 2-4 are likewise in 
condition for allowance. Since claims 8 and 1 1 depend from claim 7, Applicants contend that 
claims 8 and 1 1 are likewise in condition for allowance. Since claims 13-15 and 17-20 depend 
from claim 12, AppUcants contend that claimsl3-15 and 17-20 are likewise in condition for 
allowance. 
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Double Patenting; 

The Examiner rejected claims 1-4, 7-8, 1 1-15 and 17-20 under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. 
Patent No. 6658610B1. 

The Examiner argues: "Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims in the 665861 OB 1 reference are essentially 
an embodiment of the claims in the present application. For example, reference 665861 OBI teaches 
in claim 1 a memory array comprising a compilable address magnitude comparator, the compilable 
address magnitude comparator receiving a self-test address from a self-test controller and comparing 
the self-test address to a compiled maximum address of the memory array, the compilable address 
magnitude comparator preventing testing of memory of the memory array corresponding to the 
self-test address if the self-test address exceeds the compiled maximum address, wherein the 
compilable address magnitude comparator prevents testing of memory of the memory array by 
forcing a memory pass signal. [Emphasis added]. Claim 1 of the present application teaches a 
memory array comprising a compilable address magnitude comparator, the compilable address 
magnitude comparator receiving a self-test address from a self-test controller and comparing the 
self-test address to a compiled maximum address of the memory array, the compilable address". 

Applicants agree with the Examiner's analysis with respect to claim 1 and acknowledge 
that it would be appropriate to file a terminal disclaimer if claim 1 should be allowable but for 
the double patenting rejection. However although Applicants have traversed the rejections of 
claim 1 imder 35 U.S.C. §103(a) and §112, the Examiner does not presently agree that claim 1 is 
allowable but for the double patenting rejection. It is therefore possible that claim 1 may 
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subsequently be amended during subsequent prosecution in a manner that is not obvious over the 
claims of United States Patent 6,658,610 such that the double patenting rejection will no longer 
apply. 

Accordingly, Applicants consider it premature to file a terminal disclaimer at the present 

time. 
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CONCLUSION 



Based on the preceding arguments. Applicants respectfully believe that all pending claims 
and the entire application meet the acceptance criteria for allowance and therefore request 
favorable action. If the Examiner believes that anything further would be helpful to place the 
application in better condition for allowance, Applicants invites the Examiner to contact 
Applicants' representative at the telephone number listed below. The Director is hereby 
authorized to charge and/or credit Deposit Account No. 09-0456. 





Jack P. Friedman 
Registration No. 44,688 



Schmeiser, Olsen & Watts 
3 Lear Jet Lane, Suite 201 
Latham, New York 121 10 
(518) 220-1850 
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In the Drawings; 

Please enter the Replacement Sheets 4 and 5, submitted herewith. 
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